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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicants' submission dated May 19, 
2008 has been entered. 

Response to Amendment 

2. Claims 1-3, 6, 8-14, and 17-20 remain pending in the application. Claims 1, 9, 
and 12-14 are currently amended. Claims 4, 5, 7, 15, and 16 are canceled. Claims 17- 
20 are new. 

Response to Arguments 

It is noted that at page 7 of the Remarks as filed. Applicants argued that: "new 
claims 19 and 20 are independent apparatus and method claims tliat recites the 
creation of virtual PEPs and that the virtual PEPs are given information to contact the 
PDP". It is not understood whether this argument implies that claims 19 and 20 are 
directed to an invention distinct from and independent of the invention of claims 1 and 9, 
that would necessitate a restriction requirement. If Applicants believe that claims 19 and 
20 are directed towards the same invention. Applicants are requested to avoid, in future 
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responses, using claim language that raises issues as to whether all claims are directed 
towards the same invention. 

Regarding the rejection of claims 1 , 3-7, 9, and 10 under 35 U.S.C. 102(e) as 

being anticipated by Law, Applicant's arguments have been fully considered but they 
are not persuasive unless noted otherwise. As to claim 1, Applicants argued that: "the 
Law publication does not teacli tliat tlie NRC and RPUPDP are separate entities, witti 
ttie NRC initiating contact between a PEP and an appropriate PDP depending on what 
service is requested, as recited in claims 1 and 9". This argument is not persuasive 
because Law clearly shows these limitations, as discussed in the last Office action. 
Applicants further argued that: "Law does not disclose or suggest that, when a service is 
a second domain is requested, the NRC sends the request to a second NRC in the 
second domain, causes a PEP in the second domain to contact the PDP in the first 
domain, thereby enabling cross-domain control of the PEP, as also recited in claims 1 
and 9". This argument is persuasive. Applicants still further argued that: "Law 
publication does not disclose or suggest the creation of virtual PEPs to enable contact 
with the PDPs based on information provided by the virtual PEPs, as recited in claims 
19 and 20". This argument is persuasive. In response to Applicant's argument that: 
"instead, the Law publication disclose an NRC 208 that acts as an intermediary between 
the PDP 210 and the PDP 212, with no direct contact between the PDP and PEP", it is 
noted that none of claims 1,9, 19, and 20 have the limitation of the PDP being in direct 
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contact with the PEP. Therefore, Applicant's argument is directed towards the 
unclaimed feature of the invention. 

As to claims 19 and 20, Applicants argued that: "even if the virtual routers of 
Gibson could be considered PEPs, they do not have the same flexibility management 
capabilities as the claimed virtual PEPs, which are created upon request by the NRC for 
a particular service, at which time the virtual PEPs are provided with information to 
contact an appropriate PDP and receive the corresponding management information". 
This argument is persuasive. 

As to any arguments not specifically addressed, they are the same as discussed 

above. 

Specification 

3. The specification is objected to under 37 CFR 1 .75(d)(1) as failing to provide a 
clear support or antecedent basis in the description for newly presented and amended 
claims, as discussed below with respect to the written description requirement. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of tlie invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1-3, 6, 8-14, and 17-20 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claims contain subject 
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matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventors, at the time the application 
was filed, had possession of the claimed invention. 

In particular, the newly added limitations of claim 1 (and substantially claim 9) 
read : "... said first resource policy layer includinp at least one first policy description 
protocol (PDP). wherein said first NRC initiates association between said first PEP and 
said at least one first PDP, and said first PDP provides said first PEP with a policy upon 
establishment of said association between said first PEP and first PDP. and wherein 
when said first NRC requires resources from a second domain outside the first domain, 
said first NRC signals a request to a second said NRC in said second domain, which 
initiates association between a second said PEP in said second domain and said first 
PDP. said first PDP providing said second PEP with a policy upon establishment of said 
association between said second PEP and said first PDP " (emphasis added). 
Regarding the newly added limitations of claims 1 and 9, Applicants argued that: "claims 
1 and 9 have been amended to recite that the network resource controller (NRC) 
enables contact between the policy enforcement point (PEP) and a policy description 
protocol (PDP), and further to recite the use of the NRC to enabling control of a second 
PEP in a second domain by the first PDP in the first domain, as illustrated in Fig. 2 and 
described for example in paragraph [0017] of the original specification". However, the 
cited paragraph [0017] of the original specification does not provide sufficient support 
for "the use of the NRC to enabling control of a second PEP in a second domain by the 
first PDP in the first domain". Out of all the newly added limitations, as to claims 1 and 
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9, paragraph [0017] provides a clear support only for the limitation of "wherein when 
said first NRC requires resources from a second domain outside the first domain, said 
first NRC signals a request to a second said NRC in said second domain". See par. 
[0017] lines 16-17. 

As a result, claims 1 and 9 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. 

Dependent claims 2, 3, 6, 8, 10-14, 17, and 1 8 are rejected under 35 U.S.C. 112, 
first paragraph, as being dependent from corresponding independent claims, as 
discussed above. 

If Applicants believe that newly added limitations of claims 1 and 9 are fully 
supported by the original specification, in their next response the Applicants are 
required to provide a clear support for newly added limitations, the citation to relevant 
portions of the specification being as specific as possible for each limitation . Among 
other limitations, clear support is required for the limitation of "at least one first policy 
description protocol (PDP)". 

As to claims 17 and 18, Applicants argued that: "new claims 17 and 18 depend 
respectively from claims 1 and 9, and recite the manner in which the PEPs are virtual 
PEPs are created upon request by an NRC for a particular service, as also described, 
for example, in paragraph [0017] of the original specification". Since claims 17 and 18 
further define each of the first and second PEPs of claims 1 and 9, clear support for a 
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broader limitations of "a first PEP" and "a second PEP" being other than virtual PEPs Is 
required in the next response. 

As to claims 19 and 20, these claims are rejected for analogous reasons, as 
discussed per claims 1 and 9. If Applicants believe that the limitations of newly added 
claims 19 and 20 are fully supported by the original specification. In their next response 
they are required to provide a clear support for the claimed subject matter, the citation 
to relevant portions of the specification being as specific as possible for each limitation . 
Among other limitations, clear support is required for the limitation of "at least one first 
policy description protocol (PDP)". 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-3, 6, 8-14, and 17-20 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

As to claims 1, 9, 19, and 20, it is unclear which element of the claimed elements 
performs the functionality of "establishing services that utilize policy-enabled resources", 
as disclosed In the preamble. In particular, a first policy enforcement point (PEP) Is for 
Identifying policy-enabled resources and allocating resources to services. A first network 
resource controller (NRC) is for requesting from available resource any resources 
required to establish a service. A first resource policy layer (RPL) is for provisioning, to 
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a service being established , the resources allocated to that service (emphasis added). 
Thus, none of the first PEP, the first NRC and the first RPL is shown to actually perform 
"establishing services", as disclosed in the preamble. Therefore, it is unclear how the 
claimed apparatus and method performs its intended function, being establishing 
services that utilize policy-enabled resources in a communications network. 

As to claims 1 and 9, it is further unclear how "decoupling of policy management 
from the management of policy-enabled resources", as specified in the "whereby" 
clause, is achieved in the claimed invention. In particular, it is unclear which of the 
claimed elements perform the policy management and which of the claimed elements 
perform the management of policy-enabled resources, such that management of each 
is "decoupled". 

Claims 1 and 9 recites the limitation "at least one first PDP" in the claim body. It 
is unclear to which one of the at least one first PDP "said first PDP" refers to in the 
instance when there are multiple first PDPs. 

As to claim 3, this claim is contradictory to amended claim 1 . In particular, claim 3 
further specifies that each of the first PEP, first NRC, and the first RPL may be 
associated with any of the plurality of domains, wherein claim 1 has already specified 
that the first NRC is within a first domain, which precludes the first NRC from being in 
any of the other domains, such as a second domain. 
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Claim 6 is indefinite because the claim language reads: "a second RPL 
associated with a different domain than the first PEP", wherein it has not been clearly 
specified which domain the first PEP is associated with (or belongs to). Thus, claim 
language fails to particularly point out what is being meant by "a different domain". 

As to claim 8, it is unclear which elements recited in claim 1 are being referred to 
as "entities". 

Claim 9 recites the limitation "another domain" in the claim body. It is unclear 
which domain "another domain" refers to. 

As to claim 10, this claim Is contradictory to amended claim 9. In particular, claim 
1 0 further specifies that each of the first PEP, first NRC, and the first RPL may be 
associated with any one of the domains, wherein claim 9 has already specified that the 
first PEP is within a first domain, which precludes the first PEP from being in any of the 
other domains, such as a second domain. 

As to claim 1 1 , it is unclear whether "a main PEP" is one of the "first and second 
PEPs" of claim 9, or "a main PEP" is an additional PEP. 
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As to claims 13 and 14, it is unclear whether "a different domain" in each of these 
claims is the same "different domain" of claim 12, from which claims 13 and 14 depend 
on. 

As to claims 19 and 20, the limitation of "allocating requested policy-enabled 
resources to services" is ambiguous because it is unclear whether claimed "services" is 
referring to "the particular service" recited earlier. 

Claim 19 recites the limitation "the PDP" in the claim body. It is unclear to which 
one of the at least one PDP "the PDP" refers to in the instance when there are multiple 
PDPs. 

Claim 20 recites the limitation of "a service" in the step of provisioning. It is 
unclear whether "a service" is referring to "the particular service" recited earlier. 

8. Claims 17 and 18 recite the limitation of "said particular service" in the claim 
body. There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

10. Claims 1-3, 6, 8, 17, and 19 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 
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As to claim 1 , use of the word "an apparatus" does not inherently mean that the 
claim is directed to a machine. Only if at least one of the claimed elements of the 
apparatus is a physical part of the machine can the apparatus be a machine within the 
meaning of 35 U.S.C. 1 01 . 

In the instant case, no physical parts of the apparatus have been claimed. In 
particular, the apparatus of claim 1 recites a first policy enforcement point (PEP), a first 
network resource controller (NRC) and a first resource policy layer (RPL), all being 
functional entities, each performing corresponding function, as evidenced by the 
specification at paragraph [0017]. Therefore, the apparatus of claim 1 fails to provide at 
least one physical part of the machine, and is rejected under 35 U.S.C. 101 for failing to 
fall within a statutory category of the invention as being directed to an apparatus of 
software per se. Specifically, it is noted that the first policy enforcement point (PEP) is 
interpreted to comprise a plurality of virtual PEPs, as evidenced by claim 2. Therefore, 
the first PEP is not a physical part of the apparatus. 

As to claims 2, 3, 6, 8, and 17, none of these claims introduce at least one 
physical part that would make an apparatus of claim 1 statutory under 35 U.S.C. 101 . 
Therefore, these claims are rejected for the same reasons. 

As to claim 19, use of the word "an apparatus" does not inherently mean that the 
claim is directed to a machine. Only if at least one of the claimed elements of the 
apparatus is a physical part of the machine can the apparatus be a machine within the 
meaning of 35 U.S.C. 1 01 . 
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In the instant case, no physical parts of the apparatus have been claimed. In 
particular, the apparatus of claim 19 recites a first network resource controller (NRC), a 
virtual first policy enforcement point (PEP), and a resource policy layer (RPL), all being 
functional entities, each performing corresponding function, as evidenced by the 
specification at paragraph [0017]. Therefore, the apparatus of claim 19 fails to provide 
at least one physical part of the machine, and is rejected under 35 U.S.C. 1 01 for failing 
to fall within a statutory category of the invention as being directed to an apparatus of 
software per se. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Williams et al. (US Patent: 7,246,165 B2) discloses the step of creating virtual 

PEPs. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLEG SURVILLO whose telephone number is 
(571 )272-9691 . The examiner can normally be reached on M-Th 8:30am - 6:00pm; F 
8:30am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on 571-272-3868. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Examiner: Oleg Survillo 
Phone: 571-272-9691 
/Andrew Caldwell/ 

Supervisory Patent Examiner, Art Unit 2142 



